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Art Unit: 1652 

DETAILED ACTION 

1 . Claims 1-10 as listed in claim set filed 02/25/2008 are pending and under consideration in 
this Office Action. 



2. The objection to claims 1 and 2 for reciting the phrase "SEQ. ID. No have been 
withdrawn in view of applicants' amendment to the claims filed 02/25/2008. 

3. The rejection of claim 5 under 35 U.S.C. 1 12, second paragraph, as being indefinite has 
been withdrawn in view of applicants' arguments filed 02/25/2008. 

4. The rejection of claims 1 and 2 under 35 USC 101 has been withdrawn in view of 
applicants' amendment and arguments filed 02/25/2008. 

5. The rejection of claims 1-10 under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement and written description requirements have been withdrawn in view of 
applicants' amendment and arguments filed 02/25/2008. 

6. The rejection of claims 1-4 and 6-10 rejected under 35 U.S.C. 102(b) as being anticipated 
by Steyn et al. (Gene. 1995 Dec 1;166(1):65-71) has been withdrawn in view of applicants' 
amendment and arguments filed 02/25/2008. 



Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action:. 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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8. Claims 1 and 7-10 stand rejected under 35 U.S.C. 102(b) as being anticipated by Kim et 
al. (US Patent 6,485,953, published 1 1/26/2002; reference of record). The reference teachings 
have been stated in the previous Office Action. 

Applicants' arguments filed 02/25/2008 have been fully considered but are not persuasive 
for reasons of record as further explained below. The claims as amended do not recite specific 
limitation so pH optima, apparent molecular weight, and dependence on cations. Such 
limitations cannot be read into the claims to further limit the scope of the claims. Because the 
disclosed protein comprising an amino acid sequence of SEQ ID NO: 1 and the reference 
DXAMase are both obtained from the same source Lipomyces starkeyi KFCC-1 1077, have the 
same disclosed dextranase and amylase activities, and have about the same molecular weight; 
then in absence of facts to the contrary, the reference DXAMase inherently has the same amino 
acid sequence of SEQ ID NO: 1 and has the same activity as the claimed protein, such as 
hydrolyzing amylopectin, starch, glycogen, and amylase. Kim et al. teach that the DXAMase 
having a molecular weight of 60 kilo Daltons is obtained from Lipomyces starkeyi KFCC-1 1077 
(L. starkeyi KSM 22) using gel permeation chromatography, where an eluted fraction containing 
citrate phosphate buffer solution and the DXAMase having dextranase and amylase activities 
was collected. Thus, the reference teaches the claimed invention. 



Claim Rejections - 35 U.S.C. § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 
this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kim et al. (US 
Patent 6,485,953, published 1 1/26/2002; reference of record) in view of Standing (Curr Opin 
Struct Biol. 2003 Oct;13(5):595-601; reference of record) and Sambrook et al. (Molecular 
cloning A Laboratory Mannual, 2nd edition, Cold Spring Harbor, N.Y. 1989, pages 8.46-8.52 
and pages 1 1 .2-1 1 . 19; reference of record). 

The rejection has been stated in the previous Office Action. Applicants' arguments filed 
02/25/2008 have been fully considered but are not persuasive because since the protein of Kim 
and the claimed protein are the same for the reasons stated above for the rejection of claim 1 and 
7-10 under 35 U.S.C. 102(b), then it would have been obvious to make the claimed 
polynucleotide. 



1 1 . Claims 3, 4, and 6 stand rejected under 35 U.S.C. 1 03(a) as being unpatentable over Kim 
et al. (US Patent 6,485,953) in view of Standing and Sambrook et al. as applied to claim 2 above; 
and further in view of Guan et al. (US Patent 5,643,758, published 07/01/1997; reference of 
record). 

The rejection has been stated in the previous Office Action. Applicants' arguments filed 
02/25/2008 have been fully considered but are not persuasive because since the protein of Kim 
and the claimed protein are the same for the reasons stated above for the rejection of claim 1 and 
7-10 under 35 U.S.C. 102(b), then it would have been obvious to make the claimed transformed 
cell and enzyme. 
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Conclusion 

12. No claim is allowed. 

13. Claim 5 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christian L Fronda whose telephone number is (571)272-0929. 
The examiner can normally be reached Monday-Thursday and alternate Fridays between 
9:00AM - 5:00PM. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Nashaat Nashed can be reached on (571)272-0934. The fax phone 
number for the organization where this application or proceeding is assigned is (571)273-8300. 

15. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Christian L. Fronda/ 
Patent Examiner 
Art Unit 1652 
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